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Geographical indications (GIs) have a long history and date back to antiquity. From an-
cient Greece we know of designations like ‘Tangara pottery’ or ‘wine from Naxos’.1 Ex-
amples in ancient Rome include ‘Carrara Marble’ or ‘Parma Ham’.2 Other geographical 
indications like ‘Parmiggiano’ or ‘Comté’ date back to the 13th century.3  
Geographical indications attach certain associations as to the particular characteristics 
of a product and thus guarantee provenance of a specific area and assure a certain qual-
ity of a product. An indication that refers to a territory may stand for a method of pro-
duction, quality of ingredients in a product or special characteristics of products of that 
territory.4 For example, the particular taste of a cheese is mostly based on the plants of 
the area that the animals feed on. As a result, GI branded products may often be deci-
sive for consumers to buy a particular product.5 For producers, GI products are of inter-
est because such products may be able to unlock value by capitalising on consumers' 
desire for diversity, as well as regional typical and quality products. For example, French 
GI cheeses are sold at an average of 2 EUR per kilo more than French non-GI cheeses 
and French ‘Poulet de Bresse’ has a market price 4 times higher than regular French 
chicken’.6  
In the last 35 years, geographical indications have gained significant commercial value.7 
Due to a global market access for GI products, the estimated value for sales of GI prod-
ucts worldwide is over 50 billion USD.8 For example, Basmati rice exports in 2007 from 
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  CONRAD ALBRECHT, The Protection Of Geographical Indications In The TRIPS Agreement, in: 
Trademark Reporter, Vol. 86 [1996], p. 12 ss. 
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  Directorate General for Trade of the European Commission, Study on the protection of geo-
graphical indications, November 2009, p.58. 
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  Ibid. 
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  STOLL PETER-TOBIAS, BUSCHE JAN, AREND KATRIN, WTO - Trade Related Aspects of Intellectual Prop-
erty rights, in: WOLFRUM RÜDIGER, STOLL PETER-TOBIAS [Ed.], Max Planck Commentaries on World 
Trade Law, Max Planck Institute for Comparative Public Law and International Law, 2009, 
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  Ibid, p. 356. 
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  http://trade.ec.europa.eu/doclib/docs/2003/october/tradoc_113900.pdf  
7
  Three main factors have led to an increased flow of products and created a global market of 
once local or regional products: First, a significant drop of transport costs, second, the estab-
lishment of international trade agreements, such as the WTO itself, and third, an increasing 
demand of consumers in wealthy countries for GI marked products; see KAL RAUSTIALA / STEPHEN 
R. MUNZER, The Global Struggle over Geographical Indications, in: The European Journal of In-
ternational Law, Vol. 18 no. 2 [2007], p. 347 s. 
8
  DANIELE GIOVANNUCCI / TIM JOSLING / WILLIAM KERR / BERNARD O’CONNOR / MAY T. YEUNG, Guide To 
Geographical Indications, Linking Products And Their Origins, ITC 2009, p. 9 (hereafter GIOVAN-











India alone were worth about 1.5 billion USD.9 The increasing value of geographical indi-
cations is accompanied by the fear of forgery or any other exploitation of the reputation 
in question. In agricultural products, particularly cheeses, meats and wines now increas-
ingly compete globally with their foreign imitators and rivals.10  
The Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS) consti-
tutes a landmark in international law with respect to the protection of geographical indi-
cations. TRIPS sets out a minimum-standard that each member state has to implement 
into national law. The approaches, however, that WTO members have chosen when 
implementing TRIPS vary considerably. Some countries have legislation specifically deal-
ing with the protection of geographical indications (sui generis systems). Other countries 
use existing structures in place to protect GIs (e.g. trademark law).11 Countries that have 
a long tradition of protecting geographical indications, particularly European countries, 
are eager to protect GIs, whereas other countries, for example the United States, are 
less keen to protect GIs.12 
These differences are also reflected when it comes to the use of generic terms. GI pro-
ducers selling products on international markets are often confronted with the fact that 
their GI is used as a name to refer to the kind of product in question. The European Un-
ion is rather dogmatic regarding a concept of genericness and reluctant to allow for a GI 
to become a generic term. In Feta, the European Court of Justice (ECJ) has decided that 
the term ‘Feta’ is not a generic term, prohibiting the use of the term ‘Feta’ in EU mem-
ber states other than Gre ce – to the detriment of a European cheese industry that had 
been producing Feta for decades.13 The United States on the other hand allows the use 
geographical names like ‘Parmesan’, ‘Champagne’ or ‘Chablis’ because these terms are 
regarded as generic terms.14  
However, the issue of whether a term has become a generic term has the potential to 
cause significant debates and disputes and it is likely that the Dispute Settlement Body 
will have to deal with an action of a WTO member. An example of such a debate in-
                                                          
9
  GIOVANNUCCI / JOSLING / KERR / O’CONNOR / YEUNG, supra [fn 8], p. 9; France’s estimated market 
value for their GI products is approximately EUR 19 billion and Italy’s 450 GIs generate a value 
of some EUR 12 billion. Countries like Scotland, Australia, China and Chile have GI exports in 
excess of US$ 1 billion. 
10
  Ibid, p. 13. 
11
  For example, the European Union has sui generis legislation, the United States protects GIs 
under trademark law.  
12
  See below Chapters III and IV. 
13
  See Chapter III. 
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cludes the use of semi-generic terms for wines in the United States like ‘Burgundy’ 
‘Champagne’, ‘Chianti’ or ‘Chablis’.15  
This paper will first analyse the relevant TRIPS provisions regarding the protection of GIs 
and a concept of generic terms under TRIPS. Second, different regional and national 
systems on the protection of GIs and the respective concepts of genericness will be ana-
lysed. The intention is to determine the criteria of when a term is considered generic. 
Once these criteria are established they could prove useful if considered in a dispute 
before a WTO Panel. Finally, this paper shall briefly look into alternatives how future 
disputes on genericness could be avoided under the auspices of the WTO.  
 
II. GI Protection And Generic Terms Under TRIPS 
1 System of Protection 
Attempts to establish an international regime and harmonize national legislation on the 
protection of geographical indications by means of international treaties date back to 
the 19th century.16 Worth mentioning is the Lisbon Agreement of 1958 which contains 
provisions on an effective and enforceable protection of geographical indications.17 In a 
nutshell, the agreement provides that a GI can be registered at the International Bureau 
of Intellectual Property, an agency of the World Intellectual Property Organisation 
(WIPO), and that Member States recognise and protect registered GIs of other Member 
States.18 Once a GI is registered at WIPO it cannot become a generic term. However, on 
                                                          
15
  See below Chapter IV. 
16
  Paris Convention of 1883, Madrid Agreement for the Repression of False or Deceptive Indica-
tions of Source on Goods of 1891; Both agreements mainly deal with border protection of 
member states against false or deceptive indications and offer little protection for GIs; further 
the problem is that the treaties do not provide an enforcement system and GI protection re-
mains on the good-will of each member state. Also, the issue of generic terms if only margin-
ally dealt with in the Madrid Agreement - the question of genericness is reserved for the courts 
of the country where protection is sought; other attempts for GI protection include the Inter-
national Convention on the Use of Designations of Origin and Names for Cheeses signed at 
Stresa on 1 June 1951, which is of very little practical relevance today. Further attempts to 
harmonize the protection of GIs include the WIPO Model Law on Geographical Indications and 
the WIPO draft Treaty on Geographical Indications. 
17
  Lisbon Agreement for the Protection of Appellations of Origin And Their International Registra-
tion of 1958. 
18
  See Article 1.2. Further, the member states have to ensure that any usurpation or imitation, 
even if the true origin of the product is indicated or if the appellation is used in translated form 











a global scale, the Lisbon Agreement is of little significance, it only has 20 signatory 
states, a big absentee being the United States.19 
The Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS) is a ma-
jor breakthrough regarding the protection of geographical indications. Any country ac-
cessing the WTO must accept and implement the obligations under TRIPS into national 
law. The TRIPS section regarding GIs was one of the most difficult sections to negoti-
ate.20 Contrary to other sections in TRIPS there was not a North-South gap in interests 
(developed versus developing countries), but rather European interests against those of 
other developed countries, particularly North America and Australia.21 The first US pro-
posal on a multilateral agreement did not provide for geographical indications at all 
while subsequent proposals contained only very limited protection on GIs.22 This was a 
mere compromise to meet European demands. The protection of geographical indica-
tions was brought into the TRIPS negotiations by European countries which had already 
a system for the protection of geographical indications in place.23 European countries 
had faced situations where protected European GIs had become generic terms in New 
World countries like the United States or Australia, particularly with regards to wine. 
Countries like the United States or Australia on the other hand had a strong interest in 
the protection of patents and trademarks and were less enthusiastic about GI protec-
tion.24  
Article 22 TRIPS provides a legally binding definition of a GI and sets out the general 
standards of protection that must be available for all geographical indications: 
1. Geographical indications are, for the purposes of this Agreement, 
indications which identify a good as originating in the territory of a 
Member, or a region or locality in that territory, where a given qual-
ity, reputation or other characteristic of the good is essentially attrib-
utable to its geographical origin.  
2. In respect of geographical indications, Members shall provide the 
legal means for interested parties to prevent:  
                                                          
19
  See CONRAD, supra [fn 1]; the US particularly objected the agreement because it did not want 
US courts to be bound by the decisions of a foreign jurisdiction. Also, another reasons why only 
very few states have acceded the Lisbon Agreement may be that the agreement does not pro-
vide rules for exceptions, i.e. for terms that have already become generic in a Member State 
20
 STOLL/BUSCHE/AREND, supra [fn 4], p. 477. 
21
  Ibid. 
22
 MTN.GNG/NG11/W/14 and MTN.GNG/NG11/W/14/Rev.1; MTN.GNG/NG11/W/26. 
23
  DANIEL J. GERVAIS, The TRIPS Agreement: Drafting History and Analysis, Third Edition, London 
2008, p. 293, (hereafter GERVAIS, TRIPS Agreement). 
24











(a) the use of any means in the designation or presentation 
of a good that indicates or suggests that the good in question 
originates in a geographical area other than the true place of ori-
gin in a manner which misleads the public as to the geographical 
origin of the good; 
(b) any use which constitutes an act of unfair competition 
within the meaning of Article 10bis of the Paris Convention 
(1967). 
3. A Member shall, ex officio if its legislation so permits or at the re-
quest of an interested party, refuse or invalidate the registration of a 
trademark which contains or consists of a geographical indication 
with respect to goods not originating in the territory indicated, if use 
of the indication in the trademark for such goods in that Member is 
of such a nature as to mislead the public as to the true place of origin. 
4. The protection under paragraphs 1, 2 and 3 shall be applicable 
against a geographical indication which, although literally true as to 
the territory, region or locality in which the goods originate, falsely 
represents to the public that the goods originate in another terri-
tory.” 
TRIPS is the first multilateral agreement referring to the term ‘geographical indica-
tions’.25 The essence of a geographical indication is the concept of origin. Geographical 
indications identify the source of a product but in comparison with trademarks differ to 
the extent that the source is not a specific producer (company) but rather producers 
originating in the territory or a region of a WTO member. GIs serve to distinguish prod-
ucts with regards to their geographical origin, the place of production or manufacture of 
the goods.26 Geographical indications appear in different verbal forms like adjectives 
preceding the products name (e.g. Swiss Watch, Florida Oranges) or follow it by using a 
preposition (e.g. Eau de Cologne). Some GIs have developed into independent terms 
(e.g. Champagne, Burgundy) and sometimes even alter the original name of the geo-
graphical area to some extent (e.g. Koelsch beer).27 
TRIPS only provides a minimum standard of GI protection that Member States have to 
afford in their national legislation and uses a general concept of ‘geographical origin’. 
This means that WTO members are free to implement more detailed provisions in their 
                                                          
25
  GERVAIS, TRIPS Agreement, supra [fn 25],  p. 293. 
26
  GERVAIS DANIEL J., Intellectual Property, Trade And Development, Strategies to Optimize Eco-
nomic Development in a TRIPS-Plus Era, Oxford 2007, p. 541. 
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national law, for example requirements which include natural and human factors, fur-
thermore to the TRIPS requirement of originating from a special area.28  
Article 22 (3) TRIPS extends the protection of geographical indications to the field of 
trademarks and member states must refuse or invalidate the registration of a trademark 
which contains or consists of a GI. The test in such cases is whether the public could be 
misled. Article 22 (4) applies directly to cases where regions or places of different coun-
tries have similar or identical names.29 By using a GI for the “second” place the test un-
der Article 22(4) is whether the public would believe that the good originated in another 
country than the real country of origin. In Switzerland, for example, there is a village 
called ‘Champagne’ which used to produce white wine using the term ‘Champagne’ on 
its label and used to produce pastries called ‘flute de Champagne’ – very much to the 
annoyance of the Champagne industry in France.30 Although the dispute was resolved by 
bilateral agreement between the EU and Switzerland31, such cases would be in the scope 
of Article 22 (4) and 23 (3) TRIPS or the respective provisions in national law.  
Article 23 TRIPS provides additional protection for wines and spirits, exceeding the level 
of protection provided under Article 22. 32 The protection under Article 23 provides for 
absolute protection against false use: 
“1. Each Member shall provide the legal means for interested parties 
to prevent use of a geographical indication identifying wines for 
wines not originating in the place indicated by the geographical indi-
cation in question or identifying spirits for spirits not originating in 
the place indicated by the geographical indication in question, even 
where the true origin of the goods is indicated or the geographical 
indication is used in translation or accompanied by expressions such 
as "kind", "type", "style", "imitation" or the like.
33
 
2. The registration of a trademark for wines which contains or con-
sists of a geographical indication identifying wines or for spirits which 
contains or consists of a geographical indication identifying spirits 
                                                          
28
  GERVAIS, TRIPS Agreement, supra [fn 23], p. 294. 
29
  E.g. York – New York, Paris (France) – Paris (Texas). 
30
  See http://www.nytimes.com/2008/04/27/world/europe/27iht-champagne.4.12377766.html? 










  There is no definition of wines and spirits in the TRIPS agreement, certain authors suggest to 
use the definitions according to the Harmonized System of the World Customs Organization, 
see GERVAIS, The TRIPS Agreement, p. 305, fn 416. 
33
  Notwithstanding the first sentence of Article 42, Members may, with respect to these obliga-











shall be refused or invalidated, ex officio if a Member's legislation so 
permits or at the request of an interested party, with respect to such 
wines or spirits not having this origin. 
3. In the case of homonymous geographical indications for wines, 
protection shall be accorded to each indication, subject to the provi-
sions of paragraph 4 of Article 22. Each Member shall determine the 
practical conditions under which the homonymous indications in 
question will be differentiated from each other, taking into account 
the need to ensure equitable treatment of the producers concerned 
and that consumers are not misled. 
4. In order to facilitate the protection of geographical indications for 
wines, negotiations shall be undertaken in the Council for TRIPS con-
cerning the establishment of a multilateral system of notification and 
registration of geographical indications for wines eligible for protec-
tion in those Members participating in the system.” 
 
Article 23 establishes an obligation for comprehensive protection of wines and spirits. 
Contrary to Article 22, the protection of Article 23(1) applies even if the indication would 
not be misleading or unfair. Further, expressions such as ‘kind’, ‘type’, ‘style’, ‘imitation’ 
are not allowed, which under Article 22 would be allowed.  
According Article 23 (2) member states must refuse or invalidate the registration of a 
trademark which consists of a GI and does not have the respective origin. Contrary to 
Article 22 (3) there is no test as to whether the public could be misled.34 Article 23 (3) 
provides for homonymous indications for wines and spirits, whose use is not misleading 
under Article 22 (4). Again the test being that the goods in question are falsely repre-
sented to the public to be from another territory. A red wine called ‘Rioja’ for example is 
produced both in Spain and Argentina. In such cases both indications may be protected 
according to Article 23 (3).35 
2 Genericness Under TRIPS 
Restrictions to the protection under Article 22 and Article 23 may only be justified under 
Article 24 TRIPS. Article 24 provides a set of rules on exceptions according to which a GI 
need not be protected. Article 24 (6) TRIPS in particular provides that a GI need not be 
protected if a GI has become a ‘generic’ term: 
                                                          
34
  Except that misleading the public as to the true place of origin does not have to be shown; also 
see supra [fn 25], p. 324. 
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“6. Nothing in this Section shall require a Member to apply its provi-
sions in respect of a geographical indication of any other Member 
with respect to goods or services for which the relevant indication is 
identical with the term customary in common language as the com-
mon name for such goods or services in the territory of that Member. 
Nothing in this Section shall require a Member to apply its provisions 
in respect of a geographical indication of any other Member with re-
spect to products of the vine for which the relevant indication is iden-
tical with the customary name of a grape variety existing in the terri-
tory of that Member as of the date of entry into force of the WTO 
Agreement.” 
Article 24 (6) serves for the purpose to protect the general interests of the Member 
State in which protection is sought by establishing a right to the continued use of a term 
once it has become ‘generic’.36 Generic terms are not considered to be distinctive. In 
other words, such terms are not understood to distinguish goods from different sources 
or to indicate a specific origin of goods.37 A term may be considered generic because it is 
descriptive of the kind of goods to which it is applied, or because it has lost its originally 
distinctive character over time. 
Article 24 (6) does not use the word ‘generic’. Instead it uses the phrase ‘the term cus-
tomary in common language as the common name’. The term ‘generic’ was proposed 
for use in parts during the negotiation phase of TRIPS (or ‘non-generic’ as proposed by 
the US).38 However, the term ‘generic’ was rejected in the final version of Article 24 in 
favour of the present wording. An explanation why the term ‘generic’ was rejected in 
Article 24 may be that ‘generic’ may be seen to apply to the broad class of a product, 
while geographical indications may typically apply to a specialized product. 39 However, 
for the purpose of this paper, the term ‘generic’ in the context of GIs is used to refer to 
the exception under Article 24 (6), a term customary in common language as the com-
mon name of a product. 
Article 24 (6) sentence 1 applies to all designations. As a general principle, Member 
States are allowed to continue the use of a GI of any other Member State if the relevant 
indication is generic term in the territory of that Member. Article 24 (6) sentence 1 
might reflect the conflict existing between supporters and opponents of strong protec-
tion for GIs, which is particularly reflected in their proposals made in the negotiations 
                                                          
36
  Supra [fn 21], p. 428. 
37
  Ibid, p.428. 
38
  For example EU, Switzerland and US, MTN.GNG/NG11/W/68 (EU), Art. 21.1; 
MTN.GNG/NG11/W/73 (Switzerland). 
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for the TRIPS agreement.40 During the negotiations of the TRIPS agreement, the inten-
tion of the Member states bringing up the issue of GIs was to prevent any future shifts 
of GIs into generic terms, and particularly, to overcome the “sins of the past” by re-
localising certain geographical indications such as ‘Champagne’, ‘Chablis’ or ‘Burgundy’, 
which are regarded as generic or semi-generic in other countries like the United States.41 
On the other hand, the opponents aimed at safeguarding for their national companies 
the continued use of such designations, at least in their own country.42  
Further, the assumption under Article 24.6 sentence 1, pursuant to which a geographical 
indication has become a generic term, not only refers to past developments but also 
applies to the future. 43 From the wording of sentence 1 of Article 24 (6) it seems, that in 
cases concerned under sentence 1, evidence from experts might have to be rendered to 
determine whether the term is used in the common language (in contrast to specialists’ 
jargon) and then whether it is the common (i.e. habitual or usual) name for the product 
in question. 44 
Article 24 (6) second sentence provides a specific application of the general principle 
with respect to grape varieties. According to sentence 2 a GI with respect to products of 
the vine need not be protected if it is ‘identical with the customary name of a grape 
variety existing in the territory of that Member as of the date of entry into force of the 
WTO Agreement’. The wording is slightly different with regards to the terminology com-
pared to sentence 1 of Article 24.6 TRIPS. The second sentence deals only with a term 
that is a customary name in the language of a Member State. As a result in the case of 
products of the vine (which may include certain grape based spirits, such as Cognac), 
showing that it is used ‘customarily’ is sufficient.45 Also, sentence 2 has a retrospective 
effect, it only applies to varietals whose name is identical with the name of an indication 
and was in use in a Member at the time of entry into force of the Agreement. 
3 Potential Disputes Arising Under Article 24.6 TRIPS 
Under TRIPS, geographical indications are territorial in nature: GIs are established and 
protected according to the laws that apply in the territory of WTO members in which 
                                                          
40
  MTN.GNG/NG11/W/68 (EU), Art. 21.1; MTN.GNG/NG11/W/73 (Switzerland), Art. 221.2; 
MTN.GNG/NG11/21, para. 12. 
41
  STOLL/BUSCHE/AREND, supra [fn 21], p. 428. 
42
  Ibid. 
43
 See STOLL/BUSCHE/AREND, supra [fn 21], p. 428. 
44
  STOLL/BUSCHE/AREND, supra [fn 21], p. 470. 
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protection is sought. 46 Consequently, the question whether a name has become generic 
is in the hands of the courts of that particular country. Under the current WTO legisla-
tion it is therefore possible that in one member state a term is generic (Article 24.6 ex-
ception) and in another WTO member state the term may be a protected GI. The point 
of time when a geographical indication becomes a generic term may occur in different 
countries at different times. 
The provisions on the protection of geographical indications as set out in Article 22 to 
Article 24, like all TRIPS obligations, are subject to the principles of national treatment 
(Article 3 TRIPS) and most-favoured nation (MFN) treatment (Article 4 TRIPS), as well as 
the dispute resolution mechanism of the WTO (Article 64 TRIPS). 
To date, there have only been two (joined) cases under the dispute settlement system 
regarding the protection of geographical indications.47 In EC — Protection of Trademarks 
and Geographical Indications, both complainants, Australia and the US, contended that 
EU law dealing with geographical indications did not provide sufficient protection to pre-
existing trademarks that are identical or similar to a GI.48 The Panel held that Europe’s GI 
law does not provide national treatment to other WTO Members’ right holders and 
products.49 First, the registration of a GI from a country outside of the EU is dependent 
upon the government of that country adopting a system of GI protection equivalent to 
the EU system and offering reciprocal protection to GIs from Europe. Second, the EU 
Regulation’s procedures require applications and objections from other WTO Members 
to be examined and transmitted by the governments of those Members, and require 
those governments to operate systems of product inspection like EC member States.50 
Therefore, foreign nationals do not have guaranteed access to the EC’s system for their 
GIs, unlike EC nationals.51 As a consequence, the regulation was found to be inconsistent 
with WTO law.  
The Panel Report does not raise the issue of genericness. However, given the stakes at 
interest like agricultural policies and the commercial value of a geographical indication it 
                                                          
46
  WIPO SCT/9/5, 1 October 2002, p.2. 
47
 EC — Protection of Trademarks and Geographical Indications WT DS 290 and DS 174, Panel 
Report of 15
th
 March 2005. 
48
  Council Regulation (EC) No 2081/92 of 14 July 1992 on the protection of geographical indica-
tions and designations of origin for agricultural products and foodstuffs; supra [fn 47], at par. 
7.21. 
49
  Supra [fn 47], at par. 8. 
50
  Ibid. 
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is very well possible that a dispute whether a GI has become a generic term may arise 
between two WTO members. For example, a given geographical name associated with a 
product may be protected as a geographical indication in one (or more) countries, but 
the same geographically significant term may be considered in a third country as a ge-
neric expression for that product.52  
The following scenario is possible: Producers in country A produce a cheese called 
‘Gruyère’ which in that country is a protected GI. In country B to the contrary, ‘Gruyère’ 
is widely used to refer to a certain kind of cheese. When the producers of country A 
would like to register ‘Gruyère’ in country B a protected GI as provided by Article 22 
TRIPS, country B refuses protection on the grounds that ‘Gruyère’ has become a generic 
term in the territory of country B. Country A would then challenge country B’s decision 
by claiming that it was in violation of its obligations according to Article 22 TRIPS and 
that a genericness defence under Article 24 TRIPS is incorrect and in violation of Article 
24 (6) TRIPS. According to the DSU, a panel would then decide on the dispute and would 
have to decide whether the geographically significant term in question (e.g. ‘Gruyère’) 
has become a generic term in country B. 
In the absence of WTO case law on the subject matter it is useful to look into national 
and regional concepts on the protection of geographical indications and how different 
countries deal with the issue of genericness. 
III. European Union 
1 GI Protection Under Community Law: Sui Generis Legislation 
Foodstuffs and beverages have been traded under geographical names for the past two 
millennia in Europe.53 At the beginning of the 19th century, some European countries 
started to introduce sui generis legal protection for geographical names referring to 
goods that had a reputation of excellence and had become popular with consumers.54 
The aim of such protection was to prevent the abuse of a geographical name. France, for 
example, introduced the system of ‘Appellation d’Origine Contrôlée’ (AOC), a ‘controlled 
                                                          
52
  Or as having acquired a secondary meaning under that country’s trademark law – and being 
registered as a trademark law. 
53
  Directorate General for Trade of the European Commission, Study on the protection of geo-
graphical indications, November 2009, p.15. 
54
  ‘Sui generis’ (latin ‘on its own’) means legislation providing protection specifically for geogra-
phical indications; also see JULIEN BÉNÉTEAU, Un créneau haut de gamme: L'idée d'une AOC pour 
l'eau-de-vie de mirabelle aura mis du temps à aboutir, Le Quotidien, 20
th











designation of origin’, according to which certain goods like dairy products, wine and 
other agricultural goods are granted certification.55 
With its political growth over the years, the European Union (EU) has adopted a com-
prehensive legal framework for the protection of intellectual property rights on a com-
munity level.56 Regarding the protection of geographical indications, the EU has set up a 
sui generis system for the protection of GIs in the 27 Member States that includes wines, 
spirits, agricultural products and foodstuffs.57  
Regulation 510/2006 establishes a Community regime for protecting geographical indi-
cations and designations of origin for agricultural products and foodstuffs.58 It repeals 
and replaces Regulation 2081/9259 which the WTO Dispute Resolution Panel found to be 
inconsistent with GATT.60 Regulation 510/2006 covers the types of agricultural products 
and foodstuffs listed in Annexes to the Regulation. Almost any foodstuff or agricultural 
product can be protected, including meat, dairy products, fruits and vegetables, beer, 
bread, pasta, hay, essential oils and wool.61 
The Regulation provides protection for geographic l indications by means of a central-
ised registration system that is managed by the Commission.62 Applications for the pro-
tection of a GI must be addressed to the authorities of the member state if the GI relates 
to an area in a given Member State.63 If the application relates to an area outside the 
EU, it can be made directly to the Commission or through the authorities of that third 
country. Only a ‘group’ is entitled to apply for the registration of a GI. A ‘group’ means 
any association of producers or processors, irrespective of its legal form, working with 
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cations and designations of origin for agricultural products and foodstuffs. 
59
  Council Regulation (EC) No 2081/92 of 14 July 1992 on the protection of geographical indica-
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the same agricultural product or foodstuff to be registered.64 An application can be chal-
lenged by ‘any natural or legal person having a legitimate interest’ with a duly substanti-
ated statement.65 This is particularly important if an interested party wants to claim that 
a geographical name has become a generic term in EU member states. 
The Regulation provides for the registration of ‘Protected Designations of Origin’ (PDO) 
and ‘Protected Geographical Indications’ (PGI).66 The main difference between these 
two categories of geographical indications is the connection between the product and 
the geographical area. There are stricter conditions that apply for a product to be regis-
tered as a PDO than for a product to be registered as a PGI.  
A Protected Designation of Origin is defined as the name of a region, a place or a coun-
try, used to describe an agricultural product or a foodstuff67  
(i) originating in that specific area, 
(ii) the characteristics of which are due to a particular geographical envi-
ronment with its inherent natural and human factors 
(iii) the production, processing and preparation of the product take place in 
the defined geographical area.  
The three conditions described are cumulative, meaning that all three of the above-
mentioned criteria have to be met. Also included in the concept of a PDO are indirect 
designations of origin. Such indications are traditional designations that fulfil the condi-
tions of a PDO without using a geographical name, for example ‘Feta’ or ‘Basmati’.68 
A Protected Geographical Indication means the name of a region, a place or a country 
used to describe an agricultural product or a foodstuff69 
(i) originating in that specific geographical area, 
(ii) which possesses a specific quality, reputation or other characteristics at-
tributable to that geographical origin, and 
(iii) the production and/or processing and/or preparation of which take place in 
the defined geographical area.  
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All three criteria have to be met but with regards to production, processing or prepara-
tion, only one of these steps has to take place in the defined geographical area. Also, 
traditional non-geographical names may be registered as a PGI.70  
Once a PDO or PGI is registered, protection gives the right-holders the exclusive right to 
use the geographical name for the products that comply with the specification. PDOs or 
PGIs are protected absolutely - they are protected against any misuse or imitation, even 
if the true origin of the product is indicated or if the protected name is translated or 
accompanied by an expression such as ‘style’, ‘type’, ‘method’ or ‘imitation’.71 Further 
and most significantly, a registered GI may not become generic.72 
The protection of geographical indications for wines is governed by Regulation 
No. 479/2008 on the common organisation of the market in wine.73 The concept of pro-
tection for wine is very similar to the concept provided for foodstuff and agricultural 
products. The Regulation also provides for ‘designations of origin’ and ‘geographical 
indications’.74 
2 Generic Terms 
2.1 EU-Legislation 
Once a name is registered and protected, it may not become generic.75 Before registra-
tion however, it is possible that a term has become a generic term and therefore cannot 
be registered as a GI. Both of the above-mentioned regulations dealing with foodstuffs 
and wine provide rules regarding generic terms:76 
Article 3 (Regulation 510/2006) 
Generic nature, conflicts with names of plant varieties, animal breeds, homo-
nyms and trademarks 
1. Names that have become generic may not be registered. 
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For the purposes of this Regulation, a ‘name that has become generic’ means 
the name of an agricultural product or a foodstuff which, although it relates to 
the place or the region where this product or foodstuff was originally produced 
or marketed, has become the common name of an agricultural product or a 
foodstuff in the Community. 
To establish whether or not a name has become generic, account shall be taken 
of all factors, in particular: 
(a) the existing situation in the Member States and in areas of consumption; 
(b) the relevant national or Community laws. 
2. A name may not be registered as a designation of origin or a geographical in-
dication where it conflicts with the name of a plant variety or an animal breed 




Article 43 (Regulation 478/2008) 
1. Names that have become generic shall not be protected as a designation of 
origin or geographical indication. 
For the purposes of this Chapter, a ‘name that has become generic’ means the 
name of a wine which, although it relates to the place or the region where this 
product was originally produced or marketed, has become the common name 
of a wine in the Community. 
To establish whether or not a name has become generic, account shall be taken 
of all relevant factors, in particular: 
(a) the existing situation in the Community, notably in areas of consumption; 
(b) the relevant national or Community legal provisions. 
2. [...] 
 
Both Regulations prohibit the registration of geographical indications that have become 
a generic term. ‘Genericness’ is defined very similar as in the TRIPS Agreement, i.e. when 
a GI has become the common name of a product in the Community. Included in the test 
to establish that a GI has become a generic are the relevant national or Community laws 
and the situation in the Member States and in the areas of consumption. This includes 
the existing situation in the Member State in which the name originates and the existing 











become a generic term. Further, the situation in areas of consumption has to be taken 
into account as well.77 
2.2 Case Law 
The European Court of Justice (ECJ) has dealt with the question of genericness in cases 
concerned with the derogatory power of Community law including Community health 
and competition policy.78 However, in none of these cases has the ECJ established a test 
to determine if a term has become a generic terms 
The question of what is a generic name has been clarified in the Feta Cases.79 The ECJ 
had to decide whether ‘Feta’ should be treated as a PDO and may be registered as such 
or if registration should be refused because the term ‘Feta’ had become generic. Until 
the final ECJ decision in 2005, the Feta dispute had been going on for almost 20 years. 
Ultimately, the ECJ upheld the Commission’s decision that the term ‘Feta’ had not be-
come a generic term for a type of white cheese in brine in other Member States but 
instead was a cheese with specific Greek origin.80 Economically and financially, the im-
pact of the ECJ decision is significant, as a substantial amount of ‘Feta’ was produced 
outside of Greece for several decades, for example in Denmark, the UK or Germany. 
Companies affected by the judgement selling Feta outside of Greece had to rename 
their ‘Feta’ products, sales dropped and marketing the new product cost millions of Eu-
ros. 
Feta production has a long tradition in Greece. The term was derived from the Italian 
word ‘fetta’ (slice), which entered the Greek language in the seventeenth century and 
describes the traditional white cheese in brine, made from sheep’s milk or a mixture of 
sheep’s and goat’s milk by the traditional method of natural straining of the milk, with-
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out applying pressure.81 Other cheese makers in Europe also began to produce Feta 
from the 1960s, particularly Denmark, Germany, the Netherlands and France.82 The Feta 
cheese produced outside of Greece was typically produced by large industrial cheese 
producers made from cow’s milk and by an industrial filtration process, which is cheaper 
than the traditional method of straining.83 The result is a product which is cheaper and 
dissimilar to Greek Feta in taste and in quality – but still bears the name ‘Feta’. 
Greece established mandatory product specifications in 1988 and Feta became a pro-
tected designation of origin under Greek law in 1994.84 An application under EC Regula-
tion 2081/92 was filed and ‘Feta’ (Feta) was subsequently registered as a PDO by the 
Commission.85 The registration was challenged by Denmark, Germany and France in the 
year 1996 because each country had a significant domestic Feta production. They 
brought an action for that registration to be annulled before the ECJ. Generic use was 
the main ground for challenging the registration of ‘Feta’ as a PDO (Feta I).86 
The opponents who challenged the registration of ‘Feta’ as a PDO brought up two main 
arguments: First, that ‘Feta’ does not satisfy the definition of a PDO.87 Second, they 
claimed that ‘Feta’ is a generic term and the Commission had not adequately considered 
the evidence.88 The opponents argued that Greece not only tolerated a European ‘ge-
neric market’ but also allowed imports of products bearing the name ‘Feta’ until the 
year 1987 when it introduced a new regulation.89 Further, they claimed that in an effort 
by the Commission to create an indicative list of generic terms according to Article 3 (3) 
of Regulation 2081/92, Feta had been suggested to figure on the list. As a matter of fact, 
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‘Feta’ as a generic term had been suggested by eight Member States according to a 
Eurobarometer consumer survey.90  
The Commission, however, preferred to have its own survey focusing on Feta consump-
tion.91 According to the Commission’s survey, Greek consumed the most Feta, approxi-
mately 10 kg per person a year compared to 0.1 kg per person a year among other 
Member States.92 Accordingly consumer opinion in Greece carried most weight – and in 
Greece ‘Feta’ is not considered a generic term. As a result, the Commission registered 
Feta as a PDO.  
The ECJ found the Commissions assumptions objectionable that the primary importance 
was given to the situation in the state of origin and the fact that in other members ‘Feta’ 
had been used for marketing or in the lawful production of cheese was dismissed as 
irrelevant.93 Consequently, the Court considered that the Commission ‘did not take due 
account of all the factors which the Regulation required it to take into consideration’, 
emphasising in particular that the Commission had paid insufficient attention to the 
actual situation in other Member States. 94 Also, the ECJ held that Article 3(1) does not 
indicate any hierarchy between the factors to be considered if a term has become ge-
neric.95 The ECJ partly annulled the Commission’s decision in so far as it registered the 
name ‘Feta’ as a PDO.96  
Feta I resulted in the deregistration of ‘Feta’ as a PDO. However, the ECJ decision also 
implied the fact that the Commission had the discretion to come to its own conclusion 
once all evidence has been considered. Consequently, the Commission made another 
survey and sent out questionnaires on the production and consumption of cheese 
known by the name of ‘Feta’ as well as collecting evidence of consumer perceptions of 
the term.97 
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The Commission considered four categories of evidence.98 First, legislation regulating 
the production of Feta in the Community and statistics relating to its manufacture. Sec-
ond, legislation as well as statistics regarding consumption of Feta. Third, consumer un-
derstanding of the term ‘Feta’ both from representations made on labels as well as dic-
tionary and reference work entries. Fourth, the advisory opinion of the Scientific Com-
mittee regarding the use of the term ‘Feta’.99 
In general, the Commission may request the independent advice of the Scientific Com-
mittee which is not binding.100 The opinion of the Scientific Committee, however, carries 
some weight because it is made up of experts with legal or agricultural backgrounds.101 
The Commission relied to a large extent on the data collected by the Scientific Commit-
tee when it considered the generic nature of Feta, particularly with regards to criteria 
regarding fair competition in commercial transactions as well as the danger of mislead-
ing consumers in cases of conflict between GIs and trademarks. Such evidence consid-
ered by the Scientific Committee included statistical data, opinion polls and consumer 
surveys. 
The Commission came to the conclusion that the term ‘Feta’ had not become a generic 
name and re-registered Feta as a PDO.102 Again, the registration was challenged by 
Denmark and Germany, supported by the UK and France. The Commission was sup-
ported by Greece.  
In Feta II Germany and Denmark claimed that ‘Feta’ had no geographical meaning any-
more and even if it did, it had become a generic term - a common name for white 
cheese in brine.103 
The ECJ again scrutinised the Commission’s decision looking into the existing situation in 
the home country and in areas of consumption, other Member States and the relevant 
national or Community laws. By looking into the home country market the ECJ consid-
ered the fact that Greece allowed imports of cow’s milk feta until 1987 as follows: 
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“77     As regards the production situation in the Hellenic Republic itself, the Danish 
Government submits, without being contradicted on this point, that, until 1988, 
cheese produced from cow’s milk according to methods other than the traditional 
Greek methods was imported into Greece under the name ‘feta’ and that, until 
1987, feta cheese was produced in Greece using non-traditional methods, in par-
ticular from cow’s milk.  
78     It must be recognised that, if such operations were to persist, they would tend 
to confer a generic nature on the name ‘feta’. The Court nevertheless notes that, 
by Ministerial Order No 2109/88 of 5 December 1988 approving the replacement of 
Article 83 ‘Cheese products’ in the Food Code, the definition of the geographical 
area of production based on traditional practices was established. In 1994, Ministe-
rial Order No 313025 codified all of the rules applicable to feta cheese. Further-
more, all of that legislation created a new situation in which such operations should 
no longer take place.” 
Accordingly, the ECJ would have considered the fact of continuing import of foreign Feta 
cheese to indicate genericness. Further, the court held that although production in other 
countries has been relatively large and of substantial duration, the production of Feta 
has remained concentrated in Greece.104 The ECJ also noted that the fact that the prod-
uct has been lawfully produced in Member States other than Greece does not per se 
suggest that the term has become generic and is only one factor of several which must 
be taken into account when considering the question of genericness.105 
The Scientific Committee had established that more than 85% of consumption per capita 
in the EU takes place in Greece and the majority of consumers in Greece understood 
Feta to have specific geographical associations.106 The ECJ held that consumers in Greece 
consider that the name ‘Feta’ carries a geographical and not a generic connotation, but 
in Denmark, by contrast, the majority of consumers believe that the name is generic.107 
Also, the court held that it did not have any evidence regarding the use of the term in 
other Member States.108 In the absence of any specific information about the situation 
in any other Member States, the ECJ relied on the Commission’s recital of the contested 
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regulation which makes reference to the ‘general European consumer impressions’ of 
the term109:  
‘(20) According to the information sent by the Member States, those cheeses actu-
ally bearing the name “Feta” on Community territory generally make explicit or im-
plicit reference to Greek territory, culture or tradition, even when produced in 
Member States other than Greece, by adding text or drawings with a marked Greek 
connotation. The link between the name “Feta” and Greece is thus deliberately 
suggested and sought as part of a sales strategy that capitalises on the reputation 
of the original product, and this creates a real risk of consumer confusion. Labels 
for “Feta” cheese not originating in Greece but actually marketed in the Commu-
nity under that name without making any direct or indirect allusion to Greece are 
in the minority and the quantities of cheese actually marketed in this way account 
for a very small proportion of the Community market.’  
The court then held, that therefore it is legitimate to infer that consumers in those 
Member States perceive ‘Feta’ as a cheese associated with Greece, even if in reality it 
has been produced in another Member State.110 Taking into account those various fac-
tors relating to the consumption of feta the ECJ then concluded that the name ‘Feta’ is 
not generic in nature and upheld the Commission’s decision to register ‘Feta’ as a PDO. 
2.3 Consequences of the Feta Cases 
The ECJ considered two categories of evidence. First, direct evidence such as consumer 
surveys and, second, indir ct evidence such as details regarding production and con-
sumption of the cheese. It is the relative importance given to each of these categories 
that proved controversial.111 In particular, did evidence of long-standing and significant 
feta production outside Greece reflect a generic understanding of the term or was it 
instead merely opportunistic behaviour by producers outside Greece?112 The problem 
presented by this case that the court ultimately upheld the Commission’s finding that 
Feta was non-generic despite the fact that there was a significant volume of feta produc-
tion outside Greece for several decades.  
Thus, Feta II was a major blow to the Feta producing industry outside of Greece. The 
parties opposing the registration of Feta as a PDO alone produced approximately 70’000 
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tonnes of Feta each year.113After Feta II only producers in designated parts of Greece are 
allowed to use the term Feta (after a transition period). Feta producers outside of 
Greece had to come up with new marketing strategies for their products and new 
names for their products. In Germany, for example, industrial cheese producers have 
launched new products called ‘soft cheese greek style’, or new trademarks like ‘Pa-
tros’.114 The costs of launching such new products have been substantial and can only be 
managed with considerate marketing budgets.115  
It seems that external feta production was ousted because it represents only indirect 
evidence of consumer understanding, which is the real focus of any analysis of a 
genericness claim.116 Further, under the test of genericness, external production, i.e. 
production in a country other than the country in which the name originates, is only one 
factor to be considered and it only has a demonstrable effect when it affects consumer 
perceptions in the Community. This might explain why substantial Danish, French and 
German production was discounted.  
Essentially, the ECJ had to determine whether there was enough evidence that the rele-
vant public understands the term Feta to be commonly used for a type of cheese in 
brine. The Scientific Committee, which advised the European Commission during the 
registration process, held that the relevant public should include consumers as well as 
commercial purchasers such as restaurants.117 Accordingly, the public across all the 
Member States was the target audience. Further the committee held that Feta would be 
considered generic ‘only when there is in the relevant territory no significant part of the 
public concerned that still considers the indication as a geographical indication’.118 Com-
pared to other jurisdiction like the US, this seems to be a fairly high threshold, designed 
to prevent an easy slide into genericness.119 
Further, it seems as though the ECJ has focused on the unfair competition element, al-
though not mentioning it directly. By making reference to the labelling practice of pro-
ducers outside of Greece and therefore confuse consumers, the ECJ seems to apply a 
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further element to the test of genericness.120 The ECJ does not directly mention that the 
labelling practices are unfair competitive behaviour but seems to adopt the Commis-
sion’s view that Feta labelled and making reference to Greece can cause a ‘real risk of 
consumer confusion’.121 
Feta illustrates that the Commission plays an active role in determining whether a GI has 
become a generic term and can invoke the advice of the Scientific Committee during the 
registration process. Taking Feta as a precedent, EU authorities are reluctant to let a 
geographical name become generic. As a consequence, producers must consider the 
generic use of a GI as part of the overall marketing strategy of how consumers perceive 
and interpret a geographical term in question. After the Feta case, a European producer 
has to think twice before he or she markets a product bearing a supposedly generic 
name of geographical significance.  
 
IV. United States of America 
1 The United States’ Trademark Law Approach 
The system of protection of geographical indications in the United States differs consid-
erably compared to the system of protection in the European Union. Current US policy 
does not recognise geographical indications as a separate category of intellectual prop-
erty rights. Instead, the US uses trademark structures already in place to protect geo-
graphical indications as required by TRIPS.122 Accordingly, geographical indications are 
administered under the same governmental body as trademarks, the same statutes and 
the same legal system as trademarks. For wines and spirits there is specific regulation 
with regards to the labelling of wine.123 
For a trademark to be registered it has to be distinctive and indicate that the product 
originates from a particular source (e.g. company) and is distinctive.124 Generic words 
(e.g. apple to identify apples) or words that merely describe the products are not dis-
tinctive and consequently may not be registered as a trademark. The historical function 
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of trademark law in the US has been to afford protection to mark owners who use 
words, names, symbols or devices to identify their goods or services, but not to afford 
protection to geographical indications, which do not provide such particular identifica-
tion and are therefore not considered to be distinctive.125 In Canal Co. v. Clark, the Su-
preme Court refused trademark protection to ‘Lackawanna Coal’ when the term was 
used for coal originating from the Lackawanna Valley of Pennsylvania. The Supreme 
Court held that there must be a distinctiveness of the term to be registered as a mark. 
Consequently, the court held that ‘Lackawanna’ itself was not distinctive. The rationale 
behind this decision is that if such terms could be protected as trademarks, ‘anyone 
could prevent all others from using them, or from selling articles produced in the dis-
tricts they describe under those appellations, it would greatly embarrass trade, and se-
cure exclusive rights to individuals in that which is the common right of many’.126 
As an exception from this rule, a term, which is not distinctive, can acquire distinctive-
ness, a secondary meaning, in the minds of consumers over time. It is therefore possible 
for a geographically significant term to acquire distinctiveness and thus be registered as 
a trademark.127 For example, the name ‘Grayson’ is registered as a trademark for a 
cheese and belongs to Meadowcreek Farms.128 The mark owner has the exclusive right 
to use the term ‘Grayson’. Other producers, even in Grayson County, Virginia, may not 
call their cheese Grayson. 
Trademark law has not been designed for GIs as defined by Article 22 (1) TRIPS. As a 
result, there two problems inherent to the trademark system with regards to the protec-
tion of GIs. First, a trademark that consists of a geographically significant term (which 
has acquired distinctiveness) can be delocalised from its geographical origin. For exam-
ple, if the mark owner of ‘Grayson’ would start to produce ‘Grayson’ cheese in another 
place than the Grayson valley, cheese could still be sold under the name of ‘Grayson’ 
because it is a registered trademark attached to the mark owner and not to a location. 
Geographical indications differ from trademarks in one key respect: geographical indica-
tions, by definition, serve to distinguish producers in one region from those in another 
region; trademarks, on the other hand, serve to distinguish one producer from another, 
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regardless of location.129 Second, Trademarks are privately owned and are designed to 
identify a source, usually corporate, and not a geographical origin. 130  
The Lanham Trademark Act of 1946 (the ‘Lanham Act’ as amended in 1999)131, however, 
introduced two important categories of marks: certification marks and collective marks. 
Both types of marks allow for several producers to use the mark. Accordingly, geo-
graphical indications in the United States can only be protected by means of collective 
and certification marks. 
2 GIs as Certification Marks 
One vehicle to protect geographical indications under US law is through a certification 
mark. A certification mark is a special type of a trademark and serves a different purpose 
than an ordinary trademark: ‘Certification mark’ means any word, name, symbol, or 
device, or any combination thereof132 
(1) used by a person other than its owner, or  
(2) which its owner has a bona fide intention to permit a person other than 
the owner to use in commerce and files an application to register on the 
principal register established by this Act, to certify regional or other origin, 
material, mode of manufacture, quality, accuracy, or other characteristics of 
such person's goods or services or that the work or labor on the goods or 
services was performed by members of a union or other organization. 
Accordingly, a certification mark is owned by one person and may be used by others. 
The owner of the certification mark has a bona fide interest to let others use the certifi-
cation mark and neither uses it nor produces goods in connection to which the mark is 
used.133 The owner of the mark controls the use of the mark by certifying producers 
using the mark and establishes the certification procedures. A certification mark does 
not distinguish between individual producers. This means that any producer that meets 
the certifying standards can use the certification mark once certified. By these means a 
certification mark certifies the quality and the origin of the goods or services in ques-
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tion.134 Certification marks have to be registered with the US Patent and Trademark Of-
fice (USPTO).  
There are three types of certification marks that reflect certain characteristics of goods 
or services: First, that goods or services originate in a specific geographical area; second, 
that goods or services meet certain standards with regards to quality or materials used 
of the mode of manufacture; third, that the performer of the services or the producer of 
the goods is a member of a union or any other organization. 135 Examples of non-US GIs 
registered as a certification mark include ‘Parmiggiano Reggiano’, ‘Swiss’ or ‘Roque-
fort’.136 US examples of certification marks include ‘Idaho Preferred’, ‘Florida’ or ‘Rose-
hill Washington State Apples’.137 
The Trademark Trial and Appeal Board (TTAB) also allows common law protection of GIs. 
This means that a term is protected as a common-law (unregistered) certification mark. 
In Cognac the TTAB held that ‘Cognac’ is protected as a common-law certification 
mark.138 It held that US consumers understand the designation ‘Cognac’ to refer to 
brandy originating in the Cognac region of France, and not to brandy produced any-
where else. Accordingly the TTAB held that ‘Cognac’ is a common-law regional certifica-
tion mark valid without registration, rather than a generic term. 139  
3 GIs as Collective Marks 
Geographical Indications can also be protected through a collective mark. Under the 
Lanham Act, a collective mark is a trademark or service mark 
(1) used by the members of a cooperative, an association, or other collective 
group or organization, or  
(2) which such cooperative, association, or other collective group or organiza-
tion has a bona fide intention to use in commerce and applies to register on 
the principal register established by this Act, and includes marks indicating 
membership in a union, an association, or other organization. 
A collective mark is owned by a group or an organization, for example an association of 
producers or manufacturers, and serves the purpose to indicate that the person who 
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uses the collective mark is a group member. Unlike certification mark owners, collective 
mark owners may use the mark themselves. 
Further, there are two types of collective marks: (1) collective trademarks or service 
marks and (2) collective membership marks. First, a collective trademark (or collective 
service mark) may be used by a ‘collective’ (an association, union, cooperative etc.) for 
the use of only its members. The members in turn use the mark to identify their goods 
and distinguish them from those of non-members. The ‘collective’ itself does not sell 
goods under a collective trademark, but it may advertise or otherwise promote the 
goods sold by its members under the mark.140 Second, a collective membership mark is 
used for indicating membership in an organised collective group, such as a union, an 
association or any other organization. Neither the collective nor its members use the 
collective membership mark to identify and distinguish goods. The sole function of a 
collective membership mark is to indicate that the person displaying the mark is a mem-
ber of the organised collective group.141 
4 GIs Under ATF  
The administrative body entrusted with the regulation of alcoholic beverages is the Bu-
reau of Alcohol, Tobacco, Firearms and Explosives (ATF). Under the Federal Alcohol Ad-
ministration Act of 1935 (FAA Act), the ATF can enact regulations "intended to prevent 
deception of the consumer, to provide the consumer with adequate information as to 
the identity and quality of the product, and to prohibit false or misleading state-
ments."142  
Relevant in the connection with GIs is the Alcoholic Beverage Labelling Act that sets out 
rules for the labelling of wine of both domestically produced or imported wine. 143 Ac-
cordingly, all wine has to be labelled in conformity with the Act.144  
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The goal of the ATF is to protect consumer’s purchasing decisions and remains in line 
with general theories of U.S. trademark law. However, the labelling of a wine does not 
give a wine producers active rights in the protection of his product. For such GI protec-
tion, a product would still need to be registered under a certification or collective mark 
or trademark.  
What has proven to be controversial is the ATF’s power to establish whether a geo-
graphically significant term has become generic for a type of wine, which will be dis-
cussed in the following chapter.  
5 Genericness 
5.1 Genericness Under the Trademark Regime  
With regards to generic terms it seems that in the United States geographical terms are 
used more commonly to refer to a special type of cheese, wine or other products com-
pared to the European Union. This may due to the fact that people who immigrated into 
the United States brought with them traditional foods and methods of production from 
their home countries.145 On the other hand, the trademark system still allows a regis-
tered mark to become a generic term – unlike the European system where registration 
precludes a GI becoming a generic term.146  
The US concept of genericness applies to all types of marks - trademarks, collective and 
certification marks. Consequently, generic terms cannot be registered either as a trade-
mark or as a collective or certification mark.147 A geographic term or sign is considered 
generic, when it is so ‘widely used that consumers view it as designating category of all 
of the goods or services of the same type, rather than as a geographic origin’.148 From a 
consumer’s perspective, the main objective of trademark law is to protect consumers 
from confusion regarding the source of products.149 Consumers generally do not associ-
ate generic terms with a single source.150 From a producer’s perspective, trademark law 
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protects producers by ensuring fair competition - if producers were allowed to monopo-
lize generic terms, protecting a generic term would be unfair against competing produc-
ers. Accordingly, any GI deemed generic cannot be enforced under U.S. law because it 
will not be a valid certification or collective mark.151 
A term can already be generic when a certification or collective mark is due for registra-
tion or can become generic over time. First, a designation may already be generic, when 
it is understood by prospective purchasers to denominate the general category, type, or 
class of the goods, services, or business with which it is used. 152 Accordingly, a user can-
not acquire rights in a generic designation as a trademark, trade name, collective or 
certification mark. 
Second, over time, a geographical name associated with a product may become generic 
if it is so widely used that the public comes to understand the term as the name for a 
category of all the products of the same type. Upon becoming generic, a geographical 
name can no longer receive legal protection as a geographical indication.153 
This is a fundamental difference of the US concept of generic terms compared to the EU 
system: In the European Union a GI cannot become generic after its registration.154 In 
the United States on the other hand, a GI registered as a certified or collective mark can 
still become a generic term. In such cases, a competitor would claim that a certified 
mark has become a generic term and would seek cancellation proceedings. The Lanham 
Act provides that a petition to cancel the registration of a mark can be filed  
“At any time if the registered mark becomes the generic name for the goods 
or services, or a portion thereof, for which it is registered [...] The primary sig-
nificance of the registered mark to the relevant public rather than purchaser 
motivation shall be the test for determining whether the registered mark has 
become the generic name of goods or services on or in connection with which 
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In most cases, the change in status from a mark to a generic name results from a behav-
iour of the mark owner him- or herself.156 A mark owner has to look after his mark oth-
erwise he might lose the right to protection. In connection with generic terms, the 
Lanham Act provides the loss of rights ‘when any course of conduct of the owner, in-
cluding acts of omission as well as commission, causes the mark to become a generic 
name for the goods or services on or in connection with which it is used or otherwise to 
lose its significance as a mark’.157 Examples of such behaviour of the owner include the 
owner's use of the mark as a generic name and his failure to use the mark correctly in 
advertising or on the product, to prevent infringements and generic uses, or to ‘educate 
the public’ as to the product's proper generic name.158 For example, the Southern Dis-
trict Court of New York held that the term ‘aspirine’ (a painkiller protected as a trade-
mark by the German manufacturer) had slipped into a generic term and ‘aspirin’ was 
consequently cancelled as a trademark.159 
The test for both scenarios (generic from the ‘beginning’ and generic over time) under 
the Lanham Act to determine if a term has become generic is the ‘primary significance 
to the relevant public’.160 Therefore, it seems that determining whether a particular 
term is a ‘generic’ term is an empirical enquiry. Courts in the United States and particu-
larly the Trademark Trial and Appeal Board (TTAB) have decided on a few occasions on 
when a term has become generic.  
In Fontina, the Patent and Trademark Office refused to register a certification mark for 
‘Fontina’ because the term had become generic.161 Fontina is a cheese made in the 
Aosta Valley of Italy and an umbrella organisation defines the quality control standards 
to ensure that products bearing the name ‘Fontina’ meet the required standards. Under 
European Law ‘Fontina’ is a registered PDO. When the Fontina umbrella organisation 
sought to register the term as a certification mark in the United States, the USPTO re-
fused to register the designation because the term was a generic name referring to a 
special type of cheese. Upon appeal, the TTAB upheld the decision and refused registra-
tion. First, the TTAB looked into dictionary and encyclopaedia entries in order to deter-
mine the meaning of the term ‘Fontina’. Many of these sources noted that the cheese 
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was of Italian origin. Then, the TTAB focused on sources spelling the word ‘fontina’ 
(lower case) which, according to the TTAB, indicated that the term may have become 
generic.162 Also, the TTAB noted that there are two domestic cheese products named 
‘Fontinella’ and ‘Fontal’. Based on these findings, the presence of two similarly named 
domestic products and the lowercase spelling of the term ‘fontina’ in dictionaries and 
encyclopaedias, the TTAB came to the conclusion that "to the American purchaser, 'fon-
tina' primarily signifies a type of cheese regardless of regional origin."163 Consequently, 
the TTAB refused the registration of ‘Fontina’ as a certification mark. The TTAB's reason-
ing in this case-with genericness turning on factors like capitalization in dictionaries and 
encyclopaedias shows that, at least in this decision, the TTAB was prepared to assume 
genericness based on relatively little evidence. Also, this case illustrates how difficult it is 
to prove that an unregistered GI is not generic. An early registration of ‘Fontina’ as a 
certification mark would probably have helped to fight a genericness claim of US domes-
tic producers.164 
In Roquefort, the TTAB held that the term ‘Roquefort’ had not become generic and that 
other producers could not use the term because it was a protected certification mark.165 
Roquefort is a cheese produced in the region of Roquefort in France. It is made of 
sheep's-milk and is a blue cheese, young cheese is injected with spores and then ma-
tures exclusively in the limestone caves of Roquefort in France.166 The Community of 
Roquefort governs the use of the GI ‘Roquefort’. In the European Union, the term is 
registered as a PDO and the term ‘Roquefort’ was registered as a certification mark in 
the United States in 1953.167 When Faehndrich Inc. (defendant), a US cheese producer, 
started using the term ‘Roquefort’ for its own blue cheese, the mark owner, the Com-
munity of Roquefort, took legal action for infringement. The defendant claimed that the 
Community of Roquefort could not enforce its mark against him because the term 
‘Roquefort’ had become a generic term for sheep's-milk blue cheese.168 The Court of 
Appeals affirmed the judgment in favour for the Community. It held that defendant had 
the burden of proving that the term had become generic. The defendant failed to pre-
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sent the facts showing that consumers understood ‘Roquefort’ to be generic.169 Also, the 
court held that, other than defendant’s blue cheese, the only other sheep's-milk blue 
cheese on the US market was called ‘Garden of Eden’ which indicated that the term is 
not generic.170 These facts alone may not have been enough to prove that the term 
‘Roquefort’ had not become generic. Nevertheless, this case shows that the defendant 
had not satisfied the burden of proof, i.e. proving that the term ‘Roquefort’ had become 
a generic designation for blue cheese. Further, Roquefort provides an example of the 
benefits of registering a GI with the USPTO early. Compared to the GI holders in Fontina, 
which attempted U.S. registration in the 1980s, the Community of Roquefort registered 
a certification mark for the term ‘Roquefort’ already in 1953, less than ten years after 
the passage of the Lanham Act.  
In Montrachet, the Court of Appeals for the Federal Circuit reversed a decision of the 
TTAB that held that the term ‘Montrachet’ had become generic f r goat’s cheese cov-
ered in salted ash.171 Montrachet is a cheese made from goat’s milk produced in the 
region of Burgundy in France often sold covered in grey, salted ash. When Montrachet 
S.A. sought to register ‘Montrachet’ as a mark, the Patent and Trademark Office (USPTO) 
denied registration because the term had allegedly become generic. The TTAB upheld 
the decision of the USPTO. Upon appeal of the TTAB decision, the Court of Appeals held 
that there was not sufficient evidence that the term ‘Montrachet’ had become ge-
neric.172 The court held that there is no uniform test or formula to be applied in deter-
mining whether a term is or has become a common or generic name and that each case 
must be decided according to its facts.173 Methods to find out whether a term has be-
come generic to the relevant public include newspaper articles and dictionary defini-
tions.174 After considering the evidence used by the USPTO the court held that it could 
not be established that the mark is viewed by the public as a generic name. Both the 
USPTO and the TTAB relied on little evidence to determine genericness. They considered 
two newspaper articles and, according to the Court of Appeals, from both articles could 
not be concluded that the term had become generic.175 First, this case illustrates that 
the USPTO and the TTAB are very quick assume genericness, at least in this case. Sec-
ond, this case shows that the burden was on the Patent and Trademark Office to prove 
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that the public perceives the term ‘Montrachet’ to be a generic designation for a type of 
cheese. This burden was not met by the USPTO. 
In Darjeeling, the TTAB held that ‘Darjeeling’ had not become a generic name for a type 
of black tea.176 Darjeeling is a region in the West Bengal of India famous for its fine teas. 
The Tea Board of India, a governmental body to control the production and sale of teas 
in India, is the certification mark owner of ‘Darjeeling’ in the United States.177 When a 
company (applicant) wanted to register the mark ‘Darjeeling Nouveau’ the applicant 
claimed that the term ‘Darjeeling’ had become a generic term for black tea.178 The TTAB 
held that the test for determining whether a mark is generic is its primary significance to 
the relevant public.179 The relevant public in this case included tea "aficionados" and 
ordinary members of the general public.180 Evidence of the relevant public's understand-
ing of a term may be obtained from any competent source including purchaser testi-
mony, consumer surveys, dictionary definitions, trade journals, newspapers and other 
publications.181 First, the TTAB looked into surveys made by the applicant. The applicant 
submitted surveys that were made by telephone trying to show that the term Darjeeling 
is generic among consumers.182 The survey however failed to convince the TTAB that the 
term had become generic. Further, the dictionary definitions submitted by the applicant 
failed to show that Darjeeling has a generic meaning. A factor that was considered by 
the TTAB is that Darjeeling is always capitalized in these references which indicates that 
the term has not become generic.183 The applicant failed to submit evidence on media 
usage. Consequently, the TTAB held that there was insufficient evidence in the record to 
establish that the term ‘Darjeeling’ is generic.184 This case illustrates and lists the evi-
dence to prove the relevant public's understanding of a term that has become generic. 
Compared to Montrachet the evidence considered by the TTAB seems to be more com-
prehensive and includes purchaser testimonies, consumer surveys, dictionary defini-
tions, trade journals, newspapers and other publications. Darjeeling again illustrates that 
the burden of proof lies on the person claiming genericness.  
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To conclude, for a term to be considered generic, evidence must show that members of 
the relevant public primarily use or understand the term sought to be registered (or 
cancelled) to refer to the category of goods in question. Evidence of the public's under-
standing of a term can be obtained from any competent source, including testimony, 
surveys, dictionaries, encyclopaedias, journals, newspapers and other publications. In 
general, it seems that the use of generic GIs in the United States seems to be much 
more widespread compared to Europe. Places of origin and products that are protected 
geographical indications in Europe seem to have become a part of the common lan-
guage of American producers and consumers. A reason for this may be that migrants 
have taken the methods of making the products and the names with them to the United 
States. Having said that, there is no doubt that certain US producers started to use 
European GIs in order to market and sell their products to suggest the style of wine they 
were offering to US consumers.  
Case law illustrates that whoever claims genericness has the burden of proof. For exam-
ple when a GI holder initially seeks registration of a certification or collective mark with 
the USPTO and it refuses registration, the USPTO must prove that the geographic desig-
nation is generic.185 Taking into account cases like Montrachet and Fontina it seems that 
the USPTO and the TTAB have a casual approach towards generic terms and seem to be 
permissive of GIs to slip into genericness on the US market. In those cases the USPTO 
and TTAB seem to have relied on relatively little evidence. A couple of newspaper arti-
cles spelling a geographical term with lower cases seemed to be enough to establish 
generic usage.  
On the other hand, cases like Roquefort and Darjeeling illustrate that once a GI has been 
registered, however, the GI enjoys a presumption that it is not generic. A challenger may 
seek cancellation of the existing mark on the grounds that the mark has become generic, 
but the challenger will have to overcome the presumption. Early registration of a GI in 
the US is beneficial because it allows the GI holder to prove non-genericness before 
competing producers have the opportunity to imitate the GI in the marketplace.186 
However, a disadvantage in the trademark system is that a certification or collective 
mark owner is constantly required to police his or her marks, otherwise there is a risk 
that a GI registered as a certification or collective mark becomes generic.  
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5.2 Genericness Under ATF Regulations 
The ATF has the authority to enact regulations with regards to the labelling of alcoholic 
beverages.187 The ‘properties’ regulated by the ATF like geographic place names, grape 
variety names and geographic brand names are closely connected to the trademark 
system. Wine producers often market their products with both a trademark and a do-
mestic appellation. 188 
With respect to generic terms, the ATF has developed a classification system of generic, 
semi-generic and non-generic terms which may be used for the labelling of wine.189 By 
law, the director of the ATF has the power to determine a geographic name which is also 
the designation of a class or type of wine as a generic, semi-generic or non-generic 
term.190 For example, the ATF regulation allows producers the use of generic terms ab-
solutely, like ‘Vermouth’ and ‘Sake’.  
Semi-generic is a legal term to refer to a specific type of wine.191 Semi-generic terms 
may be used on a label as long as the label also indicates the true origin of the product 
(e.g. California champagne).192 Examples of semi-generic appellations of origin include 
‘Champagne’, ‘Madeira’, ‘Chablis’ and ‘Mossel’.193  
In order to determine if a term has become generic, the ATF relies on consumer surveys. 
The last consumer survey was conducted in July 1998.194 The aim of the survey was to 
determine consumer interpretations of varietal and semi-generic claims on labels of 
flavoured wine products.195 Also, the survey was designed to assess whether wine con-
sumers distinguish between grape wine and flavoured wine products based on informa-
tion provided on product labels.196 
The allowance of the ATF for semi-generic terms has caused a great deal of discussion 
within the US wine industry and has infuriated European wine producers.197 Certain 
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geographic designations which are registered PDOs in Europe have been found to be 
semi-generic term in the United States and are defined so by law.198  
It seems that the ATF regulation with regards to semi-generic terms violates Article 23 
TRIPS and that the United States acted to decrease GI protection for wines by allowing 
semi-generic terms. All semi-generic terms refer to wines produced outside the United 
States, particularly in Europe. Article 23 obliges member states to enact laws that pro-
hibit the continued use of geographical indications on wines produced in areas other 
than that of the named indication. The United States assert that Section 43(a) of the 
Lanham Act complies with TRIPS insofar as it prohibits the use of a ‘false designation of 
origin’. However, to the extent that the Lanham Act requires that the designation is false 
or misleading or that consumers rely on it in their purchase decisions, the absolute pro-
tection guaranteed by Article 23 TRIPS is not provided for under current US law.199 First, 
semi-generic terms are not provided for under Article 24 (6) TRIPS. Accordingly a term is 
generic or non-generic. Second, Article 23 (1) particularly prohibits the use of expres-
sions ‘kind’, ‘type’, ‘style’ or the like. Consequently, it is more than doubtful that Article 
23 (2) would allow a name such as ‘California Champagne’. 
The US might argue that semi-generic terms were used in good faith and invoke the 
exception of Article 24 (5), that if nationals have used a GI for ten years prior to the con-
clusion of TRIPS, or in good faith, they may continue to use the GI on their products. The 
good faith argument as in terms of Article 23 TRIPS could be eliminated because no wine 
producer could seriously argue that he or she was unaware that Burgundy or Chablis 
was a wine producing region in France.  
Further, the United States will likely argue that its legislation falls under the exception of 
Article 24(6) TRIPS, which provides that generic terms are not protected. The Federal 
Court of Appeals has found at least one of these semi-generic indications to be generic: 
In Chablis With A Twist, the court held that a wine called ‘Chablis with a Twist’ could be 
registered as a trademark and that ‘Chablis’ itself is a generic name.200 ‘Chablis’ is also a 
white wine of the region of Chablis in France and a registered geographical indication in 
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the European Union. Chablis is made of Chardonnay grapes and has a unique dry and 
fruity flavour. The Institut National Des Appellations D'Origines (INAO) opposed the reg-
istration of the trademark ‘Chablis With A Twist’ at the USPTO, a citrus flavoured wine of 
a US wine producer.201 The opposition was dismissed by USPTO and the Trademark Trial 
and Appeal Board. The TTAB found that the word ‘Chablis’ is the common, descriptive 
name of a type of wine. Before the Court of Appeals, INAO argued that the ATF regula-
tions (semi-generic status of ‘Chablis’) establish that products bearing the name ‘Chablis’ 
still have to be associated with a place of production when used in connection with 
wine.202 Consequently, the term ‘Chablis’ is a name of geographic significance that refers 
to Chablis, France, and that the term ‘Chablis for a non-French wine, must be deemed to 
create a misleading goods-place association as a matter of law.203 The Court of Appeals 
was not convinced by INAOs arguments, particularly because INAO could not support its 
arguments with evidence regarding the fact that the public would be mislead.204 It dis-
tinguished between the way the term is used in France and the United States. The court 
then held that "although the term 'Chablis' is a designation controlled in France by INAO 
and is lawfully used there only on wines which come from the region known by that 
name and produced in the manner designated by the opposer, the term is used in the 
United States as the generic name for a type of wine with the general characteristics of 
French Chablis, whether or not the grapes from which the wine is made or the wine 
itself comes from France”.205 
First, Chablis With A Twist illustrates that the court considered very little evidence. It 
seems that the Court of Appeals assumed that the term ‘Chablis’ is a generic term. This 
seems to be a reversal of the burden of proof. As seen above, the person claiming 
genericness has to prove it. In this case it was INAO’s obligation to provide evidence that 
the term was not generic, i.e. that ‘Chablis’ was a geographical designation French wine 
and that consumers would be mislead if the term is used by a US producer. INAO has not 
met the burden of proof. Consequently, it seems that the fact that ‘Chablis’ is defined a 
semi generic term has reversed the burden of proof with regards to genericness. 
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Second, Chablis With A Twist illustrates that the legal practice of the Trademark Trial 
and Appeal Board is also relevant in connection with alcoholic beverages when it comes 
to determine if a term has become generic under the trademark regime.  
As mentioned above, semi-generic terms for wines in the United States have always 
been to the annoyance of European wine producers. After 20 years of negotiations, the 
US and the EU have concluded a Wine Agreement in 2006.206 Amongst other issues the 
US agreed to limit the use of semi-generic names. The US administration will seek to 
change the status and to limit of use of 17 European wine names which are currently 
considered to be semi-generics. A grandfather clause allows the continued use of semi-
generic names on non-European wine, but prohibits new brands from using these 
names on non-European wine.207 Up to date, however, the provisions on the limitation 
of semi-generic terms have not been effected because they will not take effect until the 
US enacts legislation to change the legal status of the semi-generic names.208 
The ATFs power to regulate on the labelling on wine which involve geographical indica-
tions and semi-generic terms is controversial. The ATF seems to be aware of the great 
deal of discussion it has caused by allowing for semi generic indications and it is unlikely 
that the ATF will create further semi-generic indications in the near future.209 
 
V. South Africa 
1 System of Protection 
South Africa has no specific legislation for the protection of geographical indications. 
South Africa, like the United States, uses structures already in place to protect GIs in 
order to comply with its obligations under TRIPS. Protection for geographical indications 
is afforded by a variety of statutes, each dealing with the related legal matter.210  
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A distinction must be drawn between GI protection through the prohibition of a certain 
form of conduct and GI protection by conferring rights.211 For example, the Agricultural 
Product Standards Act prohibits the use of a mark that conveys or creates a false or mis-
leading impression as to the quality or place of production of such a product.212 In addi-
tion, common law prohibits conduct that would constitute unlawful competition. For 
example, misleading or deceiving the public in respect of as to the origin of goods, 
would be an act of unlawful competition.213  
Another example of protection through exclusion of certain acts is the legislation on 
liquors. It provides rules on the production, labelling, import and export of liquor prod-
ucts.214 Geographical indications are protected by the Liquor Products Act 60 of 1989 
(Liquor Products Act). Section 12(1) provides that  
No person shall use any name, word, expression, reference, particulars or 
indication in any manner either by itself or in coherence with any other ver-
bal, written, printed, illustrated or visual material in connection with the 
sale of a liquor product in a manner that conveys or creates or is likely to 
convey or create a false or misleading impression as to the nature, sub-
stance, quality, composition or other properties, or the class, cultivar, origin, 
age, identity, or manner or place of production, of the liquor product. 
Further, a ‘Wine of Origin Scheme’ regulates the certification of wines by the Wine and 
Spirit Board regarding the origin, vintage year and variety of wines.215  
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GI protection through the prohibition of a certain conduct does not necessarily lead to 
less protection of those benefiting from GIs.216 However, such protection is a passive 
method of protecting geographical indications because it requires constant action from 
a ‘GI holder’ in order to police his or her GI. Further, all of the statutes that may be ap-
plied to geographical indications have not been drafted for the purpose of protecting 
geographical indications.  
A more active protection for geographical indications by means of registration may be 
obtained under trademark law. Consequently, the question of genericness is also gov-
erned by the trademark regime.  
2 Certification and Collective Trade Marks 
As a general principle, the Trade Marks Act 194 of 1993 (Trade Marks Act) provides that 
trademarks that consist exclusively of a geographical designation may not be regis-
tered.217 This principle is overridden by collective or certification marks because through 
either of these marks a name consisting of a geographical designation can be regis-
tered.218 Accordingly, certification and collective trademarks are the vehicles to protect a 
GI. 219  
S 42 (1) of the Trade Marks Act defines a certification trade mark as  
“a mark capable of distinguishing, in the course of trade, goods or services 
certified by any person in respect of kind, quality, quantity, intended pur-
pose, value, geographical origin or other characteristics of the goods or ser-
vices, or the mode or time of production of the goods or of rendering of the 
services, as the case may be, from goods or services not so certified, shall, 
on application in the prescribed manner, be registrable as a certification 
trade mark in respect of such firstmentioned goods or services, in the name, 
as proprietor thereof, of that person: Provided that a mark may not be so 
registered in the name of a person who carries on a trade in the goods or 
services in respect of which registration is sought.” 
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A certification trade mark distinguishes certified goods from other goods on the mar-
ket.220 For example, such products may be different in respect of geographical origin. A 
certification trade mark is owned by one person and may be used by others. The pro-
prietor of the certification trade mark establishes certification procedures and the crite-
ria according to which a product or service is certified. The proprietor of a certification 
mark is merely a certifying body and may not trade the goods (or services) in ques-
tion.221 Certified producers in turn can use the certification trade mark to market their 
products. A certification mark does not distinguish between individual producers but 
ensures the quality and the origin of the goods or services in question.222 Examples of 
well-known certification trade marks are ‘Woolmark’ and ‘SABS’.223 
The second method to protect geographical indications is through a collective mark. A 
mark is registrable in the name of an association as a collective trade mark to distinguish 
products under a collective mark from other products:  
(1) A mark capable of distinguishing, in the course of trade, goods or ser-
vices of persons who are members of any association from goods or services 
of persons who are not members thereof, shall, on application in the man-
ner prescribed and subject to the provisions of this section, be registrable as 
a collective trade mark in respect of such firstmentioned goods or services in 
the name of such association as the proprietor thereof. 
(2) Geographical names or other indications of geographical origin may be 
registered as collective trade marks. 
A collective trade mark is owned by an association and the mark is for the use of mem-
bers of that association only. It serves the purpose to indicate that the person who uses 
the collective mark is a member of the association and shows that a member provides 
the goods or services associated with that specific association. The collective mark is 
often used in conjunction with the individual producer's trade mark. Collective marks 
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are similar to certification marks with regards that a variety of producers may use the 
mark if they fulfil certain criteria. Contrary to certification marks, s 43 of the Trade Mark 
Act allows the proprietor to use the collective mark.224 Section 43 (2) specifically pro-
vides that geographical indications may be registered as collective trade marks. With the 
application to register a collective mark has to be accompanied by a set of rules which 
govern the use of the collective mark.225 The rules also have to specify the persons that 
are authorised to use the mark, the membership of the association and, when applica-
ble, the conditions of the use of the mark, including any sanction against misuse.226 An 
example of a collective mark is the ‘Stellenbosch Farmers’ Winery’. 
3 Genericness 
Under South African trademark law, terms that are considered generic may not be regis-
tered and are capable of being removed from the trademark registry. The Trade Marks 
Act provides that a mark may not be registered which  
‘consists exclusively of a sign or an indication which has become customary 
in the current language or in the bona fide and established practices of the 
trade’.
227  
The subsection applies to both certification and collective trade marks.228 Also, this sub-
section makes reference to exclusive use of an indication which is generic and does not 
preclude the use of generic terms in conjunction with other terms or words.229 The 
Trade Marks Act does not use the word ‘generic’ but the term ‘customary in the current 
language’. 
Upon registration of a mark, the Registrar is entitled to decide on whether a term is ge-
neric, taking into account evidence.230 Precedents on geographical indications that have 
been found to be generic terms have not been decided yet. However, due to the fact 
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that GIs are protected under the Trade Marks Act, the same principles apply that apply 
to trademarks with regards to the issue of genericness of geographical indications.  
In On-line Lottery Services v National Lotteries Board the Supreme Court of Appeal found 
that ‘Lotto’ was a generic term.231 The National Lotteries Board had registered ‘Lotto’ as 
a trade mark in the year 1991. When a company (On-line) started to sell lottery tickets 
via the internet under a website called ‘Lottofun’, the National Lotteries Board took ac-
tion against the company for infringement of their trade mark.232 On-line on the other 
hand claimed that ‘Lotto’ was a generic term and sought the trade mark to be deleted 
from the register. Both parties tried to persuade the court of the meaning of lotto by 
introducing expert opinion. 233 The court, however, held that dictionaries speak for 
themselves and relied solely on dictionary definitions when determining if the term had 
become generic. The Supreme Court held that the word ‘lotto’ was commonly used to 
refer to a special type of game and was of generic nature at the time of registration in 
the year 1991. Consequently the court ordered the trade mark to be deleted from the 
register.234 
In Hormel Foods Corp v Antilles Landscape Investments NV the British High Court had to 
decide whether ‘Spam’ had become a generic term for tinned meat and whether ‘Spam-
buster’ had become a generic term for software programs designed to filter out unsolic-
ited e-mails.235 In determining whether the two terms had become generic, the court 
relied on evidence including dictionary entries, newspaper articles and expert wit-
nesses.236 According to this evidence the court concluded that ‘Spambuster’ had become 
a generic term, ‘Spam’ on the other hand was considered as non-generic according to 
the evidence.237 
In the case Pleasure Foods (Pty) Ltd v TMI Foods CC, ‘Megaburger’ was registered as a 
trademark.238 The registration was challenged on the grounds that the mark was not 
distinctive because it consists of two generic terms.239 The High Court relied on evidence 
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such as dictionary entries and an affidavit of an expert.240 The court came to the conclu-
sion that the term ‘mega burger’ is instantly recognisable as an indication ‘customary in 
the current English language pertaining to the retail food trade as designating the kind 
or size characteristics of a burger namely that of a large size hamburger’. Therefore, the 
court concluded that the mark was a generic term and cancelled the registration of the 
trademark.  
South African precedents dealing with the issue of genericness are relatively scarce and 
there is no actual test for determining genericness. According to the above-mentioned 
cases, determining whether a name has become generic is a factual question relating to 
the present time.241 Evidence to determine whether a term has become a generic term 
includes dictionary entries and expert opinions. It seems that South African courts never 
had to decide on the issues of genericness with large economic implications like the ECJ 
did in Feta or US courts in Roquefort. Accordingly the concept of genericness has a po-
tential to be refined. Up to date, there are no precedents in South African law dealing 
with the specific question when a GI (either as a certification or collective mark) has 
become a generic term.  
4 Potential of South African GIs: Importance of a Concept of Generic Terms 
The importance of having a clear concept of genericness is best explained in an interna-
tional context. An example with regards to genericness is the use (or non-use) of the 
terms ‘Port’ and ‘Sherry’. South Africa’s trade relations with the European Union are 
governed by the Trade Development and Cooperation Agreement (TDCA) which was 
signed in Pretoria on 11 October 1999. The TDCA aims, inter alia, to remove customs 
tariffs and establish a free trade area over a 12 year period covering 90% of bilateral 
trade.242 An obstacle in the negotiations was the use of the terms 'port' and 'sherry' by 
South African wine producers. The European Union insisted that the use of these terms 
would be discontinued.243 On the other hand South Africa could (or should) have 
claimed genericness of terms ‘Sherry’ and ‘Port’. Given the interests at stake and the 
importance of the agreement, particularly considering the fact that the European Union 
is South Africa’s biggest trading partner, South Africa agreed to phase out the terms 
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‘Port’ and ‘Sherry’. This example illustrates that a clear concept of genericness could 
considerably strengthen a negotiation position, for example when it is argued that a 
foreign GI has become a generic term for consumers in the home market.244 
Another example in which the issue of genericness was raised is the dispute surrounding 
Rooibos tea. Although the case was litigated in the United States it has implications par-
ticularly in South Africa. ‘Rooibos’ was registered by a company as a trademark at USPTO 
in the United States in 1994.245 The registration was objected to by Rooibos Limited, a 
South African Rooibos exporter, arguing that it was not a valid trademark because Rooi-
bos is a generic term in Afrikaans simply meaning ‘red bush’ and consequently cannot be 
protected under US trademark legislation.246 Nevertheless the trademark was accepted 
for registration. Such registration gave the trademark owner the exclusive right to use 
the term ‘Rooibos’. The rights to the trademark were subsequently assigned to Burke 
International Ltd which restricted the use of the name ‘Rooibos’ to only those compa-
nies that were willing to enter into a business relationship with Burke International. This 
caused a number of major coffee houses and retailers in the United States to litigate 
against Burke International. Rooibos Limited, with help from the South African and 
Western Cape governments, also tried to cancel the trademark, arguing that Rooibos is a 
generic name. After almost ten years and hundreds of thousands US Dollars in legal fees, 
the case was eventually settled after a Missouri court decided that the term had become 
generic.247 The court accepted that the term ‘Rooibos’ was recognised by both produc-
ers and consumers as the word which had consistently been used to denote the particu-
lar tea made from the Rooibos plant of South Africa.248 As a result both companies vol-
untarily and unconditionally agreed to cancel their trademark registrations and applica-
tions on the exclusive right to the word ‘Rooibos’ in the USA and other countries, includ-
ing South Africa.249 
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The trademark dispute in the United States surrounding Rooibos shows the risk of not 
protecting a name against misappropriation.250 If unprotected, it is possible that a name 
with geographical significance is registered as a trademark. The Rooibos case illustrates 
that the objection and challenge of such registration proves to be a lengthy and expen-
sive process. Ultimately, the only defence was the claim of genericness in order to effect 
deregistration of Rooibos as a trade mark. In hindsight, this might prove problematic. 
The Missouri court has set a precedent by giving Rooibos generic status. As discussed 
above, generic terms can be registered neither as a collective mark nor as a certification 
mark because they are not distinctive. Consequently, ‘Rooibos’ is barred from being 
registered as a geographical indication under trademark law including a certification or a 
collective mark in the United States. As mentioned, the US mark owner and Rooibos Ltd 
agreed to cancel their trademark registrations. The South African Department of Trade 
and Industry (DTI) supported the deregistration of Rooibos as a trademark because the 
DTI regards it as a ‘generic name for an indigenous herbal plant’.251 It therefore looks as 
if the name ‘Rooibos’ has slipped into genericness. 
‘Rooibos’, however, carries a strong indication of geographical source as it is only found 
in particular regions in the Western Cape and is produced based on indigenous methods. 
Rooibos producers should have a strong interest to protect ‘Rooibos’ as a GI. If there is 
proof that the ‘relevant public’ understands the term to indicate its geographical source, 
Rooibos might not be considered generic and it would be possible to protect Rooibos as 
a geographical indication under a collective mark.252 One argument would be that Rooi-
bos does not refer to all red-coloured herbal teas but only to a tea produced from the 
plant ‘Apalathus linearis’, occurring in specific areas in the Western Cape, using tradi-
tional techniques to produce Rooibos tea. 253 In such a case a single GI called ‘Rooibos of 
South Africa’ could be created. The development of a single GI for Rooibos tea could 
help to identify the product ‘Rooibos’ on a global market, which should be an important 
economic objective. Another method of protecting Rooibos tea would be through creat-
ing several GIs under Rooibos such as ‘Wupperthal Rooibos’ or ‘Suide Bokkeveld Rooi-
bos’ and protect them as certification or collective marks.254 The development of several 
GIs within Rooibos would provide additional market segmentation that would give 
power to small producer collectives. 
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The conclusion to be drawn from Rooibos is the importance of protecting geographical 
designations before they become generic. It is in the interest of South African producers 
to proactively protect cultural and agricultural assets by allowing protection for geo-
graphical indications.  
VI. Multilateral Register as a solution to avoid disputes on genericness? 
While TRIPS Article 24 (1) requires WTO members to work to increase the general level 
of protection for GIs, it does not specify how this should be accomplished. A possible 
solution, however, is a WTO registration system according to which geographical indica-
tions could be registered. Such multilateral register could prove useful in resolving trade 
disputes such as the dispute that occurred between the EU and the US regarding the use 
of semi-generic terms.255  
There is a heated debate between WTO members about the extension of GI protection 
and the introduction of a multilateral register for wines and spirits.256 At the centre of 
the debate is one key question: When a geographical indication is registered in the mul-
tilateral system, what legal effect would that registration have within member coun-
tries? To date, the US has opposed the establishment of a multilateral register of GIs 
which provides automatic international protection for any GI on the register.257 The 
United States, together with South Africa and others, supports the establishment of a 
legally non-binding register where WTO members would notify their GIs to the WTO, the 
register being a simple information source for other members while taking decisions 
concerning the registration of a GI and hence the question of genericness at the national 
level.258 
The European Union on the other hand prefers a register that applies to all GIs and ex-
tends the level of protection of Article 23 to all GIs. Europe has experienced more than 
any other WTO Member the effect of the lack of an appropriate GI protection over the 
years and many of its GIs are now claimed to be generic terms or otherwise fall under 
some of the exceptions of Articles 24.4 to 24.6 TRIPS.259 According to the European pro-
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posal, GIs would be registered in a multilateral register and the presumption is that once 
a GI is registered in the multilateral register that it cannot become a generic term.260 The 
register provides for a mechanism of examination providing a time-frame where coun-
tries can exercise their prerogative to make a final determination as to whether a certain 
notified term is a GI or considered a generic term.261 
Despite the fact that the European Union calls its proposal ‘modest’262 and considering 
all the advantages of such a multilateral register for all GIs, at the moment it seems 
unlikely that such a register ever enters into force. One problem with the United States' 
participation in an international system of GI protection is that a number of terms that 
are protected geographical indications in Europe have become a part of the vernacular 
of US producers and consumers, i.e. such terms have become generic or semi-generic or 
may be found generic.263 During the negotiations of such a multilateral register, the 
European Union has provided a list of 40 geographical terms that the European Union 
would like to recuperate globally.264 
However, a multilateral register could be useful for producers and consumers and au-
thorities alike. Any producer of a GI who supplies a global market and has faced in-
fringement or usurpation outside of her or his home market would probably support 
international GI recognition for the protection of the producer's intellectual property 
abroad. Without such protection, the producers are forced to prove the existence of 
their GI in each individual case and in each and every international market which is a 
time-consuming and expensive undertaking.265 The US and other members of the WTO 
should first take into account that the register, like any other WTO agreement, should 
apply to all countries in order to help enforce GIs in foreign jurisdictions. Second, the 
territorial nature of intellectual property rights could still be preserved.266 The final deci-
sion concerning the protection of a GI within a given jurisdiction and the question 
whether a term has become generic could still remain in the hands of the competent 
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national authorities.267 Ultimately, a multilateral register would represent a reliable 
source of information for authorities and institutions in charge of GIs.268 
 
VII. Conclusion 
The protection of geographical indications is a controversial issue. There are opposing 
views regarding the extent of protection that should be granted to GIs. Particularly the 
United States and the European Union have different priorities regarding the extent of 
protection of geographical indications. The implementation of TRIPS in these countries 
has been effected through different national systems of protection. 269 GIs are addressed 
in laws concerning trademarks, unfair competition, advertising and labelling legislation 
and special regulations on the protection of GIs, so called sui generis protection of GIs 
through registration.270 The European Union grants absolute protection to its GIs 
through sui generis legislation, while the United States and South Africa use its trade-
mark system. 
In general, both systems seem to be TRIPS compliant. Although certification and collec-
tive marks are vehicles to protect GIs, trademark law, ultimately, is designed to protect 
trademarks - an exclusive individual right which can be sold and delocalised. A geo-
graphical indication under sui generis legislation, to the contrary, cannot be delocalised 
and is accessible to any producer of the locality or region concerned.  
With regards to the use of generic terms, the authorities in the European Union are re-
luctant to allow the use of GIs as a generic term. In Feta both the Commission and the 
ECJ demonstrated their determination to protect GIs and prohibit the use of the term 
‘Feta’ in countries other than Greece - to the detriment of a whole European cheese 
industry. The case is remarkable because the ECJ valued GI protection higher than eco-
nomic interests.  
The use of generic GIs in the United States on the other hand is more extensive than 
compared to Europe. Producers, consumers and authorities alike seem to be much more 
casual when it comes to the use of generic terms and the protection of GIs. Some terms 
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that are protected GIs in Europe have been used for a long time in the US and have be-
come the common name for a special kind of a product.  
The casual approach on the generic use of GIs in the United States is reflected in the 
dispute between the European Union and the US regarding geographical indications of 
wines. Under TRIPS, the use of semi-generic terms in the US seems to be the problem-
atic because the majority of these terms is based on the names of well-known European 
wine-producing regions including GIs like ‘Champagne’, ‘Burgundy’ or ‘Chianti’. Article 
23 TRIPS, however, provides for absolute protection of GIs regarding wine. It is therefore 
questionable whether current US legislation allowing for semi-generic terms is TRIPS 
compliant. 
Should such a dispute be brought before a WTO Panel, the US would rely on the defence 
that the GIs in question have become generic terms in the US. The Panel would then 
have to determine whether such GIs are generic. The criteria to determine genericness 
would need to be established, but a Panel would probably consider the criteria estab-
lished in the respective countries involved in the dispute.  
With regards to semi-generic names the European Union and the United States have 
reached agreement and concluded a treaty on the trade of wine. The US agreed to 
phase out semi-generic terms. However, bilateral or regional agreements carry the risk 
of developing a double-tracked trade system for goods covered by such agreements.271 
Bilateral agreements establish different rules in different markets and create a system 
which is not transparent. As global trade continues to expand, a compromise on this 
important topic will be crucial to encourage global trade not only between the EU and 
US but also other countries. Consequently, a multilateral register for geographical indi-
cations could prove to be useful. 
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